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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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3) n Since this application Is In condition for allowance except for fomnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quay/e, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

1 . Claims 4-5, and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 4 is rejected because it is unclear what is meant by "the anode material 
layer ...consisting of a simple substance". 

Claim 5 is rejected because the claim should cite that "the cyclic carbonic acid 
ester having unsaturated bonds is at least one of vinylethylene carbonate or vinylene 
carbonate". This are the cyclic carbonic acid esters not in addition to. 

Claim 7 is rejected because it is unclear what is meant by "includes a holding 

body". 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of tills 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

3. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Ohshita et al. 
(6.511,776). 

Ohshita et al. teaches a battery comprising a positive electrode, a negative 
electrode and a polymer electrolyte containing a nonaqueous electrolyte solution 
comprising vinylene carbonate in a concentration of 0.1-90 vol%. Ohshita et al. teaches 
in column 3, lines 40-60, that the electrolyte solution contains vinylene carbonate in a 
concentration of 0.1-80 vol% or more preferably 0.1-3 vol% and teaches that the solute 
can be LiPFS, LiBF4, etc. Ohshita et al. teaches in column 4, lines 31-50, that the 
negative electrode can comprise metal oxides having lower potentials than the positive 
electrode such as Sn02, SnO, Si02, SiO, etc. Particulariy, in order to further improve 
the preservation characteristics of the battery, it is preferably to use the metal oxides 
materials. The reason is that the large surface areas of the metal oxides contribute to 
the remarkable effect of the layers and the metal oxides react with the vinylene 
carbonate in the nonaqueous electrolyte solution to form more stable layers. Ohshita et 
al. teaches in column 5, lines 24-35, that the positive electrode comprised LiCo02 and 
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teaches in column 6, lines 15-35, that the positive electrode, the negative electrode was 
contained in a battery case. 

4. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Nakanlshi et 
al. (6.551,743). 

Nakanlshi et al. teaches a battery comprising a positive electrode comprising 
LixMn2-y-zNiyMzOq and a negative electrode comprising a metal oxide such as Sn02, 
SnO, etc. The electrolyte can comprise a cyclic carbonic ester such as vinylene 
carbonate, etc. and a solute such as LiPF6, LiBF4, etc. (see column 3). 

Claim Rejections • 35 USC § 103 

5. The following Is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-9 are rejected under 35 U.S.C. 1 02(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Ohshlta et al. (6,511,776). 

Ohshlta et al. teaches a battery comprising a positive electrode, a negative 
electrode and a polymer electrolyte containing a nonaqueous electrolyte solution 
comprising vinylene carbonate in a concentration of 0.1-90 vol%. Ohshita et al. teaches 
in column 3, lines 40-60, that the electrolyte solution contains vinylene carbonate in a 
concentration of 0.1-80 vol% or more preferably 0.1-3 vol% and teaches that the solute 



Application/Control Number: 10/713,969 Page 5 

Art Unit: 1745 

can be LiPF6, LiBF4, etc. Ohshita et al. teaches in column 4, lines 31-50, that the 
negative electrode can comprise metal oxides having lower potentials than the positive 
electrode such as Sn02. SnO, Si02, SiO, etc. Particularly, in order to further improve 
the preservation characteristics of the battery, it is preferably to use the metal oxides 
materials. The reason is that the large surface areas of the metal oxides contribute to 
the remarkable effect of the layers and the metal oxides react with the vinylene 
carbonate in the nonaqueous electrolyte solution to form more stable layers. Ohshita et 
al. teaches in column 5, lines 24-35, that the positive electrode comprised LiCo02 and 
teaches in column 6, lines 15-35, that the positive electrode, the negative electrode was 
contained in a battery case. 

In the event any differences can be shown for the product of the product by 
process claim 2, as opposed to the product taught by Ohshita et al., such differences 
would have been obvious to one of ordinary skill in the art as a routine modification of 
the product in the absence of a showing of unexpected results. In re Thrope 227 
USPQ 964; (Fed Cir. 1985), 

With respect to the product by process claim 2, the determination of patentability 
is based upon the product itself not upon the method of its production. In re Thrope 227 
USPQ 964; In re Brown 173 USPQ 685; In re Bridgeford 149 USPQ 55; In re Wertheim 
191 USPQ 90, Any difference imparted by the product by process limitations would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made because where the Examiner has found a substantially similar product as in the 
applied prior art, the burden of proof is shifted to the Applicants to establish that their 
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product is patentably distinct. In re Brown 173 USPQ 685 and In re Fessmann 180 

USPQ 324. 

Any inquiry concerning tliis communication or earlier communications from tlie 
examiner should be directed to Laura S. Weiner whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Phvate PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-firee). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 574-272-1000. 
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